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Specification 

1 . The abstract of the disclosure is objected to because it should be limited to a 
single paragraph on a separate sheet within the range from 50 to 150 words. 

Appropriate correction Is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 42-59, and 61-78 are rejected under 35 U.S.C. 1 12, second paragraph, 
as being Indefinite for falling to particularly point out and distinctly claim the subject 
mattier which applicant regards as the Invention. 

Claim 42 Is incomplete. There appears no correlation between the address 
checking step "checking if the first type of address is transformable to a second type of 
address using a first database in the first network", lines 4-5, and the remaining steps of 
the claim. The same remark applies to claim 61 . 

Claim Rejections - 35 USC § 102 

4. The following Is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 42, 48, 56-58, 60-61 , 67, 75-77, and 79 are rejected under 35 

U.S.C. 102(b) as being anticipated by the admitted prior art of the Instant application, 

pages 1-4, hereinafter referred to as the APA. 

Regarding claim 42, the APA discloses a method for routing a E.164 message 
from a user in an originating network to a subscriber in the terminating network via a 
foreign network, wherein the originating network and the foreign network are considered 
the first and the second network, respectively. 

checking if the first type of address is transformable to a second type of address 
using a first database in the first network (the first network checks whether the E.164 
message is transformable to the IMS (IP Multimedia Subsystem) with using the ENUM- 
DNS database, see page 2, lines 22-25 of the instant application), 

checking requirements of message or set of messages or session from the 
message or message set or session set up request (checking if the IMS identity can be 
obtained in the target network), and 

deciding based on the result of the requirements checking step, on the routing of 
the message or message set or session setup request (if a valid IMS could be obtained, 
the message would be routing to an own BGCF, see page 2, lines 27-31), 
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wherein the session or message set or session set up request is released based 
on the result of the requirement check in the first network (basing on the step where a 
valid IMS obtained, the message is released in the first network). 

Regarding claim 48, in the APA a S-CSCF performs the requirement checking 

step. 

Regarding claim 56, the APA discloses the first database is an 
ENUM DNS database and comprises IMS E. 164 identities of the subscribers who have 
the first network as a home network. 

Regarding claim 57, the APA discloses the first database contains E. 164 
identities of trusted operators. 

Regarding claim 58, the APA discloses the first type of address is an 
E. 164 identity and the second type of address is a routable IMS identity. 

Regarding claim 60, this claim has similar limitations as claim 42. Therefore, it is 
rejected under the APA for the same reasons set forth in the rejection of claim 42. The 
second network inherently includes a media gateway element or MGCF. And the 
message will be routing from the first network to the media gateway to the BGCF. 

Claim 61 has similar limitations as claim 42. Therefore, it is rejected under claim 
42 for the same reasons set forth in the rejection of claim 42. 
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Claims 67, and 75-77 have similar limitations as claims 48, 56-58. Therefore, 
they are rejected under Frymler-Kay for the same reasons set forth in the rejection of 
claims 48, 56-58. 

Claim 79 has similar limitations as claim 60. Therefore, it is rejected under claim 
42 for the same reasons set forth in the rejection of claim 60. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103© and potential 35 U.S.C. 102(f) or (g) prior 
art under 35 U.S.C. 103(a). 

8. Claims 43-44, 46-47. 49-55, 62-63, 65-66. 68-74, 78. and 80-82 are rejected 
under 35 U.S.C. 103(a) as being unpatentable over the APA, in view of fig. 17.3.2.1-1 , 
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page 531 of the 3GPP TS 24.228 V5.0.0. March 2002, pp. 1-681, (IDS repord), 
hereinafter referred to as the 3GPP. 

Regarding claim 43, the APA discloses all claimed limitation, except a step of 
deriving the address of a contact point of the second network in the first network, 
wherein the message is fonwarded to the second network using the contact point of the 
second network. 

The 3GPP discloses signaling flows for the IP multimedia call control based on 
SIP and SDP, see figure 17.3.2.1-1 . pages 531-556. The S-CSCF#1 is the contact point 
of the Home Network #1 or the second network. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to combine the APA with the 3GPP. The suggestion/motivation for doing 
so would have been to provide an efficient interface for service exchange between 
circuit-switched and packet-switched communications network. 

Regarding claim 44, the deriving step could be done using a second database 
(S-CSCF#1)inthe3GPP. 

Regarding claim 46, in the 3GPP the checked requirements include media 
requirements of the message. 

Regarding claim 47, in the 3GPP the checked requirements should include QOS 
requirements of the message. 

Regarding claim 49, in the 3GPP the BGCF performs the requirement checking 

step. 

Regarding claim 50, in the 3GPP the first or second network or another network 
involved in routing the message or session setup request, includes a Call State Control 
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Function and a Breakout Gateway Control Function, the Call State Control Function 
and the Breakout Gateway Control Function being adapted to utilize at least partly 
different DNS databases for translating an identifier of an equipment indicated in 
the message or session setup request, into a routing information. 

Regarding claim 51, in the 3GPP a Control Function could be configured, 
preferably a Dividing Gateway Control Function, to perform the requirement checking 
step and takes care of routing incoming traffic from IP multimedia networks. 

Regarding claim 52, in the 3GPP the second network includes a 
breakout element, preferably a Breakout Gateway Control Function, and an 
interrogating element, preferably an Interrogating" Call State Control Function, and an 
additional path is provided from the breakout element to the interrogating element for 
routing a message. 

Regarding claim 53, in the 3GPP when an identifier of the second network 
includes a valid IMS identity, the message is routed from the breakout element to the 
interrogating element, othen^/ise the message is routed to a media gateway element, 
preferably a Media Gateway Control Function. 

Regarding claim 54, In the 3GPP, when the message is routed from the breakout 
element to the interrogating element, the breakout element is adapted to drop itself out 
so that the routing is a normal IMS session. 

Regarding claim 55, in the 3GPP the contact point is an l-CSCF, BGCF or 

DGCF. 

Regarding claim 59, in the 3GPG the routable IMS identity is a SIP URI. 



Application/Control Number: 1 0/521 , 1 55 Page 8 

Art Unit: 2619 

Regarding claims 62-63, 65-66, 68-74, and 78, tliese claims have similar 
limitations as claims 43-44, 46-47, 49-55, and 59, respectively. Therefore, they are 
rejected under the APA-the3GPP for the same reasons set forth in the rejection of 
claims 43-44, 46-47, 49-55, and 59. 

Regarding claim 80, in the 3GPP a Control Function could be configured to 
check requirements of the message, and to decide, based on the result of the check, 
on the routing of the message. 

Regarding claim 81. in the 3GPP the Control Function Is a Serving Call State 
Control Function, S-CSCF. 

Regarding claim 82, in the 3GPP the Control Function is a Breakout Gateway 
Control Function, BGCF. 

Allowable subject matter 

9. Claims 45, and 64 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of 
the limitations of the base claim and any intervening claims. 

Conclusion 

1 0. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Westman et al.(US 2004/0122934); Ferraro Esparza et al.(US 
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6,839,421): Ejzak (US 2003/0027595) are cited to show optimized routing between 
communication networks, wliich is considered pertinent to the claimed invention. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Due Ho whose telephone number is (571) 272-3147. 
The examiner can normally be reached on Monday through Thursday from 7:30 am to 
6:00 pm. 

If attempt to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jay Patel, can be reached on (571) 272-2988. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 
(571)272-2600. 

The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

12. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Patent Examiner ^/ 
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